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Prodrugs and Active Metabolites – Patent Protection and Infringement


 Yigal Fraenkel

Ph.D. Senior Patent Attorney, Reinhold Cohn and Partners, Tel Aviv, Israel




Prodrugs are inactive compounds which become therapeutically active by metabolic process(es) in the human or animal body following the intake of the prodrug. Metabolic processes are sometimes known and can sometimes be anticipated in advance. Consequently in a patent application one may try and claim a broader definition of the active compound that was invented. On the other hand one may try to avoid infringing a patent on an active compound by claiming an "obvious" prodrug. 

The following issues will be elaborated: 

Can a patent application describing an active drug cover "pharmaceutically acceptable bioprecursors" of the active drug?Would a prodrug infringe the patent covering the active drug?

Aspects of patentability of prodrugs, their respective active compounds and possible infringement or none infringement aspects of patents covering prodrugs will also be discussed.       
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